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» The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a), In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 08 November 2005 , 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-4.11-13 and 30 is/are pending in the application. 

4a) Of the above clalm(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) E1 Claim(s) 1-4.11-13 and 30 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) Is objected to. Bee 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mall Date. . 

3) E3 Informaiidn'Disdo'sWStatem 5)-EI'Notice"of1nfomialPate'ntia;ppiicati6f^^ 

Paper No(s)/Mall Date . 6) O Other: . 
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Response to Amendment 

The examiner is in receipt of applicant's response to office action mailed 
8/25/2005, which was received 1 1/18/2005. Acknowledgement is made to the 
cancellation of claims 5 and 6 and the addition of claim 30, leaving claims 1-4,11- 
13 and 30 as pending in the instant application. Applicant's amendment and 
arguments have been carefully considered but were not found to be persuasive; 
therefore the following rejection modified as necessitated by amendment follows: 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
states and was published under Article 21(2) of such treaty in the English language. 

Claims 1-4,7,11,13 and 30 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Garfmkle (US 6,924,878). 



In regards to claim 1, Garfinkle discloses a method for facilitating pay 
printing (abstract), the niethod comprising: 
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a network-based printina service retrieving a scaled-down version of a full- 
sized document to be printed f rom at least one store via a network (col 6, lines 1- 
25); 

the printing service receiving print option selections (col 6, lines 1-25); and 
the printing service determining printing costs for printing the full-sized 
document based upon attributes of the scaled-down version (col 9, lines 53-65). 

In regards to claim 2, Garfinkle teaches wherein the at least one store 
comprises a graphic store and a composition store (FIG 1). 

In regards to claim 3, Garfinkle teaches wherein the at least one store is 
associated with an imaging source with which the full-sized document is created 
or identified (col 9, lines 22-50)). 

In regards to claim 4, Garfinkle teaches wherein the imaging source 
comprises a network-based imaging service (FIG 1). 

In regards to claim 7, Garfinkle teaches wherein the scaled down version 
comprises one or more thumbnails that represent document pages (see 
response to claim 6). 



Application/Control Number: 1 0/003,1 50 Page 4 

Art Unit: 3625 

In regards to claim 11, Garfinkle teaches wherein receiving print option 
selections comprises receiving user selections with a web site of the network- 
based printing service (FIG 5D). 

In regards to claim 13, Garfinkle teaches wherein the determination of 
the printing costs is dependent upon attributes of the scaled-down version and 
the option selections (FIG 5D). 

In regards to claim 30, Garfinkle teaches wherein the scaled-down 
version is created by a network-based imaging service with which the full-sized 
document was created or identified (FIG 3B). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claim 12 Is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Garfinkle in view of Official Notice. 

In regards to claim 12, teaches a pay-for-print service that is supported 
by servers, but does not specifically mention that the service is supported by a 
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printing device having an embedded server. It was old and well known in the art 
at the time of the invention to provide printing devices with embedded servers. It 
would have been obvious to a person having ordinary skill in the art at the time of 
the invention to provide printing devices with embedded servers, because theses 
devices would be acting as a vending machine for distributing the product and 
could therefore do some of the processing locally rather that having to be in 
communication with a remote server thus removing potential bandwidth issues. 

Response to Arguments 

Applicant's arguments filed 11/18/2005 have been fully considered but 
they are not persuasive. 

Applicant argues that Garfinkle does not teach a net-worked based 
printing service retrieving a scaled-down version of a full-sized document to be 
printed from at least one store via a network". The examiner disagrees and notes 
that Garfinkle teaches the retrieval of thumbnail images and digital data 
representing full -scale pictures, which are smaller than the full sized pictures 
being ordered. Also please note that after reviewing the specification the 
examiner has concluded that the system represented in FIG 1 of Garfinkle could 
represent the "printing service " of the instant invention. 

Applicant argues that Garfinkle does not teach "a printing service 
determining printing costs for printing the full-sized document based upon 
attributes of the scaled-down version". The examiner disagrees and directs the 
applicant's attention to col 6, lines 1-20 (also adobe PhotoShop), where Garfinkle 
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clearly teaches defining attributes to be associated with the costing by the 
fulfillment center (col 9, lines 25-65). 

Applicant argues the examiner's use of official notice and asks that a 
reference be provided. To satisfy the applicant's request LeClair et al is provided 
(see at least col 5, lines 1-3). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark Fadok whose 
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telephone number is (571) 272-6755. The examiner can normally be reached 
Monday thru Thursday 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Wynn Coggins can be reached on (571) 272-7159. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is (571) 272-3600. 

Any response to this action should be mailed to: 



or faxed to: 

(571) 273-8300 [Official communications; including 

After Final communications labeled 

"BoxAF"] 

(571) 273-6755 [Informal/Draft communications, labeled 
"PROPOSED" or "DRAFT"] 
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P.O. Box 1450 



Alexandria, Va. 22313-1450 




Mark Fadok 



Primary Examiner 



